
This year 2012 we are 
happy to announce new 
appointments: 

Salvador DíazSalvador DíazSalvador DíazSalvador Díaz, 
Director of the 
Valencia office 
has become the 
new partner of 
Abril Abogados. 

Salvador joined Abril 
Abogados in 2001. He is 
specialized in providing 
clients with complete 
legal advice in IP, 
Technology transfer and 
IT law.   

Jorge Oria  Jorge Oria  Jorge Oria  Jorge Oria  
from our 
Litigation 
Department  is 
the new 
associate of the 

firm. Jorge represents and 
counsels both national 
and international clients 
before the Spanish Courts 
in IP litigation and 
negotiation. 

 

As it previously happens in Cases C-236,7 y 8/08 (Google 
France and Google) the Court of Justice of the European 
Union has ruled a decision by means of which a service 
provider who merely fills under an order from and on the 
instructions of another person merely creates the technical 
conditions necessary for the other person to use the sign 
similar to a protected trade mark. 
Frisdranken Industrie Winters BV (‘Winters’) is an 
undertaking which is mainly involved in the ‘filling’ of cans 
with drinks produced by itself or by others. In the here 
concerned case,  Winters filled cans with fizzy drinks on the 
instructions of Smart Drinks Ltd (direct competitor of Red 
Bull). Winters filled the cans with a specific quantity of the 
extract in accordance with Smart Drinks’ directions and 
recipes and  then placed the filled cans at the disposal of 
Smart Drinks, which then exported them to countries 
outside the Benelux.  

Red Bull brought an action before the Dutch courts 
claiming that Winters had infringed its trade mark rights 
but  the Supreme Court of the Netherlands asks the Court 
of Justice whether the mere ‘filling’ of packaging must be 
regarded as ‘using that sign’ in the course of trade within 
the meaning of the Trade Mark Directive 89/104 even if 
that filling takes place as a service provided to and on the 
instructions of another person. 
However, as held in previous cases  such as  Google, L’oreal 
(C-324/09) or Adam Opel (C-48/05) the CJ has stated that 
the mere filing of cans is not, by its very nature, comparable 
to a service aimed at promoting the marketing of goods 
bearing those signs and does not imply, inter alia, the 
creation of a link between the signs and the filling service. 
The undertaking which carries out the filling is not apparent 
to the consumer, which excludes any association between 
its services and the signs. 
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Portugal Portugal Portugal Portugal     

The Portuguese authority for the domain 
name .pt has recently announced its liberalization 
removing the requirement of a prior right (e.g. 
registered trademark right) in order to obtain a 
domain name registration directly under .pt. As of 
the May 1, 2012 the domain name 
registrations .pt will be granted to any individual 
or legal person on a purely first come first served. 

Lego loses UDRP on 
legoworkshop.com. 
The Panel agrees with 
the respondent 
arguments  since the 
domain was registered 
on behalf of his son 
who has been a Lego 
enthusiast since he was 
3 years old.  

LegoLegoLegoLego    

The applications for ccTLDs 
have increased over a 10% 
within 2011. Thus, the distance 
existing between the territorial 
domain names (87 millions) 
and generic (131) has been 
shortened, remaining the most 
popular ones .DE (Germany), 
.UK (United Kingdom) and .TK 
(Tokelau)  

Domain salesDomain salesDomain salesDomain sales    

On October 12 the domain name gay.xxx 
has been sold for 500.000US well before 
its extension becomes operative. It is the 
fifth most lucrative domain name of the 
year 2011 behind social.com (2.6 million 

US) and domainname.com (01 million 
US).  
By comparison, the highest .com domain 
ever sold was Sex.com in 2010 for 13 
million US. 
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The Community Trademark 
Court of Alicante has upheld 
the action brought by Camper, 
S.L. against the infringer shoe 
maker companies D’Calderoni, 
S.L. and Zapaterias Padevi. 
Camper alleged its prior rights 
over the well known shoe 
model “pelotas”  and the 
Court considered that the 

infringing shoes were confusingly similar giving rise 
to likelihood of confusion among users and 
consumers.  
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The Spanish Supreme Court has admitted the appeal lodged by 
the Association of Web Users against the Sinde Law. The 
Association claims that the law is unconstitutional  since it allows 
a government body, i.e. the  Copyright Commission to issue 
orders to internet service providers to block access to copyright 
infringing websites,  whereas only a Court should be able to force 
a website offline. Moreover, the Spanish Association for the 
Digital economy (Adigital) and the network of Internet 
companies (REI) have also lodged an appeal before the Supreme 
Court requesting the suspension of the chapter relating to the 
“procedure to safeguard intellectual property rights”, which 
establishes a mixed administrative and judicial system to combat 
illegal downloads. According to Adigital and REI,  the entry into 
force of this chapter of the regulation governing the functioning 
of the Copyright Commission “cause serious harm to the 
development of companies and initiatives of all kinds with 
technology-based” due to “legal uncertainty” generated.  
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If the applicant of a PCT so requests, a 
supplementary international search may be carried 
out, by one or more of the participating 
International Searching Authorities (SISA) other 
than the one which carried out the main 
international search. 
The last amendments of the PCT Implementing 
Regulation have introduced the possibility of 
requesting supplementary international search 
report(s) which will provide the applicant with a 
more comprehensive overview of the relevant prior 
art, enabling him to better assess his chances of 
obtaining patent protection for his invention. The 
increasing diversity of prior art in different 
languages and different technical fields means that 
the Authority carrying out the main international 
search is not always capable of discovering all of the 
relevant prior art. Requesting one or more 
supplementary international searches, during this 
early phase of the patent prosecution, expands both 
the linguistic and technical scope of the search. In 
addition, it may also be possible to have the 
supplementary search carried out in a State where 
they are likely to enter the national phase later on. 
Therefore, the applicant of a PCT before the 
Spanish Patent Office should file a request for a 
supplementary international search prior to the 
expiration of 19 months from the priority date, to 
be carried out by the USPTO or by any other SISA in 
order to obtain a broader opinion of its patent 
prosecution. 
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The European Parliament has approved a new Directive regarding 
labeling rules for fruit juices and nectars in order to prevent 
potentially misleading names for mixed juices and “no added 
sugars” claims. For example, a mix of two juices must in future 
have a product name that reflects its contents (Apple and 
strawberry juice) whereas a generic name like "Mixed juice" could 
be used if there are three or more fruit sources. Consumers want 
clear indications on the difference between a 'juice' and 'nectar', 
and presence of any sweeteners. Therefore, fruit juices will by 
definition not contain any added sugars or sweeteners.  'Nectars', 
made from fruit purée with added water, may contain added 
sugar or sweeteners. "No added sugar" labels will not be allowed 
on nectars containing artificial sweeteners, such as saccharin, to 
avoid potential confusion.  
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On December 01, 2011 the  European Court of Justice (ECJ) 
gave its ruling in  two joined Cases C-446/09 (Philips) and C-
495/09 (Nokia) specifying the conditions under which piracy 
goods in transit may be detained by EU customs authorities. 
These two cases concern the interpretation of the EU rules on 
the conduct of customs authorities faced with possible 
infringements of intellectual property rights by goods coming 
from non-member States that are placed in external transit or 
customs warehousing on the territory of the EU. The Court 
ruled that counterfeit goods from non-member States in transit 
through the EU territory generally do not infringe intellectual 
property rights applicable in the European Union. However, 
those rights may be infringed if there is any evidence that the 
fake goods would be diverted back into the EU. The fact that the 
destination of the goods is not declared or that there is a lack of 
precise or reliable information as to the identity or address of 
the manufacturer or consignor of the goods indicates that the 
goods may ultimately be designated to EU customers, the ECJ 
said. 

Detention of counterfeit goods in transit in the EU Detention of counterfeit goods in transit in the EU Detention of counterfeit goods in transit in the EU Detention of counterfeit goods in transit in the EU     
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Google Privacy PolicyGoogle Privacy PolicyGoogle Privacy PolicyGoogle Privacy Policy    Right to be forgottenRight to be forgottenRight to be forgottenRight to be forgotten    

The Audiencia Nacional, Spanish Court,  wishes the ECJ to 
rule on whether Spanish citizens have the right to request 

that Google delete the content even if they are not 
responsible for creating it. The referral to the ECJ 
appears to be related to a dispute between the 
Spanish Government and Google involving the 
right of individuals to have information deleted 
about them from the search engine's indexes. The 

case began when several people complained to Spanish data 
protection authorities that Google Search was bringing up 
results that depicted them negatively. The Spanish court 
wants the ECJ to tell it whether Google has to remove the 
data even though the data is not itself illegal, and Google was 
not responsible for producing the content being linked to. 
The judges also want to know whether Europe is the proper 
jurisdiction for such a case, given that Google is based in the 
US.  

The  European Commissioner in charge of privacy, 
Viviane Reding, has asked Google to delay adoption 
of the new privacy policy while regulators 
assessed its compatibility with European 
Union law. The new policy, which came into 
effect on March 1, means private data 
collected by one Google service can be 
shared with other platforms such as Google 
Search, YouTube, Gmail and Blogger. If users wish to 
continue using Google's services, they cannot choose 
to opt out of the new policy. Reding said Google 
could use the data as long as it had the users 
“informed consent”.  If people chose to give away 
their privacy it should be with full knowledge. In 
addition to this, Google has been requested to 
guarantee that its privacy rules be written in a clear 
and comprehensive language.  
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According to the General Court of the European Union, the 
sign “VIAGUARA” cannot be registered as a Community trade 
mark for drinks. The Court has ruled that use of that sign is 
likely to take unfair advantage of the distinctive character and 
repute of the trade mark “VIAGRA”, owned by Pfizer Inc. The 
General Court held that OHIM was correct to find that the 
well known character and  reputation of the mark “VIAGRA”, 
extends not only to consumers of the drugs concerned, but 
also to the general population. The Court noted the well-
established principle that consumers generally pay more 
attention to the initial part of the word. 
Therefore, the prefix 'VIAG' was 
sufficient to find that there was a strong 
visual similarity which was reinforced by 
the common suffix 'RA'. Likewise, the 
marks were held to be phonetically very 
similar and there was nothing to 
distinguish the signs 
conceptually.  Consequently,  the marks 
were found to be very similar. 

OHIM and 
subsequently 
the Board of 
Appeal rejected 
the registration 
of two CTM 
filed by the 

company Freixenet  which claimed the 
colour “golden matt”  and “black matt” 
in relation to sparkling wines on the 
basis that the marks were held to be 
devoid of distinctive character under 
Article 7(1)(b) CTMR. The General 
Court also rejected Freixenet’s appeal 

in 2008, upholding the Board of 
Appeal’s decisions on the basis that 
the colour and matt appearance of the 
bottle could not function as a trade 
mark for sparkling wine. 
The CJEU held that the General Court 
had infringed Article 7(1)(b) of the 
CTM Regulation. Instead of 
establishing whether the marks for 
which registration was sought varied 
significantly from the norm or 
customs of the sector, it merely stated 
in a general manner that since no 
bottle had been sold by Freixenet 

without a label, or an equivalent, only 
the word element could determine 
the origin of the sparkling wine in 
question, so that the colour and matt 
appearance of the glass of the bottle 
could not ‘function as a trade mark’ for 
sparkling wine. The CJEU confirmed 
that only a mark that departed 
significantly from the norm or 
customs of the sector, thereby 
fulfilling its essential function of 
indicating origin, was not devoid of 
distinctive character for the purposes 
of Article 7(1)(b) CTMR. 

Freixenet wins the bottle caseFreixenet wins the bottle caseFreixenet wins the bottle caseFreixenet wins the bottle case    
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The Court of 
Alicante has 
dismissed the 
action brought by 
Red Bull against a 
maker of 
Scalextric racing 
games for using its 
brand name on toy cars. According o the Court these 
toys only reproduce the reality whereas the average 
and well informed consumer assume that the marks 
depicted on the toys are merely ornamental in the aim 
of reproducing the most accurate copy of the car, not 
giving rise to any likelihood of confusion. In addition to 
this, it is considered that Scalextric uses the mark “RED 
BULL” respectfully and in accordance to the IP rights 
of its owner not inducing to believe that there exist a 
common commercial origin or that it would take 
advantage of or be detrimental to, the reputation or 
distinctiveness  of Red Bull.  
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In Case C-307/10 Chartered Institute of Patent Attorneys 
v Registrar of Trade Marks, Advocate General Bot  issued 
an opinion  to the question brought up by  the CJEU for a 
preliminary ruling, of whether a trade mark application that 
designates a Nice class heading for the goods or services 
for which registration is sought will only be considered in 
relation to the goods and services named in the class 
heading, or whether the application must be considered in 
relation to all the goods or services in that class. According 
to the Advocate General, the Court of Justice should be 
advised to rule as follows:  
1. Directive 2008/95 and Council Regulation 207/2009 

are to be interpreted as meaning that the identification 
of the goods or services for which the applicant seeks 
protection must satisfy requirements of clarity and 
precision which are sufficient to enable the competent 
authorities and the economic operators to determine 
the scope of the protection conferred by the trade 
mark. Those requirements may be satisfied by a specific 
list of each of the goods and services for which the 
applicant seeks protection.(…)  

2. Directive 2008/95 and Regulation No 207/2009 are to 
be interpreted as not precluding the applicant from 
identifying the goods or services for which he seeks 
protection by using the general indications of the class 

headings of the common classification of goods and 
services for which a mark is registered, provided that 
that identification satisfies the necessary requirements 
of clarity and precision.  

3. Communication No 4/03 of the President of  the OHIM 
of 16 June 2003 concerning the use of class headings 
(…) does not object to the use of any of the general 
indications and class headings as being too vague or 
indefinite and that the use of those indications 
constitutes a claim to all the goods or services falling 
within the class concerned, does not guarantee the 
clarity and precision required for the purposes of the 
registration of a trade mark, whether a national or a 
Community trade mark".  

The court's ruling is usually given within six months of the 
Advocate General's Opinion. The court is not bound by the 
opinion but will accept it around 80% of the time. 
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In Celaya Emparanza y Galdos Internacional SA (Cegasa) v Proyectos Integrales de Balizamiento SL 
(Proin) Case C-448/10 , the Court of Justice of the European Union (ECJ) has issued a judgment as to 
whether a later registration can provide a defense to an infringement action in respect of a prior 
registration. On February 16, 2012 the ECJ  issued a judgment clarifying the position regarding 
infringement by later registered Community designs (RCDs). The judgment has also provided useful 
guidance on the relevance of the intention of the third party involved.  
Cegasa owns a registered RCD for its beacon-like marker used for traffic signaling since October 
2005. Two years later, the company Proin started using a highly similar product. Cegasa sent a cease 
and desist letter to Proin which subsequently registered a RCD for its marker. Cegasa brought 
proceedings in Spain alleging infringement of its prior right, however Proin based its defense claiming 
that the allegedly infringing product was protected by its registration as a RCD. Consequently, Cegasa 
could not prevent Proin from using its later design, unless it was expressly declared invalid.  
The Alicante court referred the following two questions to the ECJ for a preliminary ruling:  

1. In proceedings for infringement of the exclusive right conferred by a RCD, does the right to prevent the use 
thereof by third parties provided for in Article 19(1) of [Council Regulation on Community Designs (6/2002)] … 
extend to any third party who uses another design that does not produce on informed users a different overall 
impression or, on the contrary, is a third party who uses a later Community design registered in his name 
excluded until such time as that design is declared invalid?  

2. Is the answer to the first question unconnected with the intention of the third party or does it depend on his 
conduct, a decisive point being whether the third party applied for and registered the later Community design 
after receiving an extra-judicial demand from the holder of the earlier Community design calling on him to 
cease marketing the product on the ground that it infringes rights deriving from that earlier design?’" 

The ECJ has now ruled that the later registration gives no such defense and the proprietor of the earlier registration can 
sue, even if the 'infringing product' is the subject of a later RCD. Therefore, a RCD provides the proprietor a right to 
'exclude' others from using that registered right, assuming it to be valid. If there are two RCDs which are in conflict, it is 
up to the proprietor of the later registration to seek to cancel the earlier RCD. 


